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Résumé
Igor Simões, Managing Partner at 
Simões IP Law Firm (São Paulo –
Rio de Janeiro). A chemical engineer 
and lawyer with over 25 years of 
trademark and IP experience, he 
advises multinationals and scale-ups 
on trademark strategy, non-use and 
bad-faith disputes, licensing, and brand 
enforcement in Brazil, with a focus 
on life sciences, medical devices, 
chemicals/materials, and software/ICT. 
Igor represents clients before INPI and 
federal courts, including the Superior 
Court of Justice, and collaborates with 
international counsel on Madrid Protocol 
designations and cross-border litigation.
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As foreign filings and enforcement in Brazil 
accelerate, Brazil’s National Institute of 
Industrial Property (INPI) has tightened 

evidentiary expectations for oppositions, 
cancellation for non-use (caducidade), and admin-
istrative nullity. The Superior Court of Justice (STJ)
has, in parallel, reinforced a tougher line on 
opportunistic behavior and clarified that non-use
cancellation has prospective (ex nunc) effects.

Why 2026 matters
Brazil is a top-five destination for trademark filings
in Latin America and a strategic market for cross-
border portfolios in the life sciences, medical 

devices, chemicals/materials, software/ICT, and 
consumer goods sectors. Between the 2022-
2025 INPI updates and recent STJ decisions, 
practitioners now face a more evidence-centric 
environment: it is not enough to be “right” on the 
law; you must arrive with contemporaneous, 
Brazilian-market-linked proof.

The practical result is a regime that rewards 
counsel who plan ahead: dossiers that are 
dated, consistent, and explicitly tied to commerce
in Brazil tend to prevail over rhetorical sub-
missions, however well-argued they may be.

Bad faith at INPI: what 
you must prove (and when)
Allegations under Article 124(XXIII) must be raised
in a timely opposition or administrative nullity 
petition and accompanied by proof that the 
applicant “evidently knew” the prior mark.

INPI will not infer knowledge from similarity/
overlap alone. The Manual expects concrete indicia,
e.g., correspondence regarding brand matters; 
contracts involving the marked goods/services; 
simultaneous participation in sector events or 
tenders; prior cease-and-desist interactions; or 
other documents linking the applicant to 
awareness of the prior sign.

Foreign rightsholders must observe further 
discipline when raising bad faith. If the allegation 
is based on Article 124(XXIII), the opponent is 
expected to present proof that they have a 
Brazilian application for the same mark within 
60 days of lodging the opposition or the nullity 
petition. The filing requirement is formal, but its 
effects are practical: it forces overseas counsel 

Bad faith, non-use & 
evidence at INPI: 
what overseas counsel 
should expect in 2026

Igor Simões

BAD FAITH AND NON-USE

Igor Simões of Simões IP Law Firm offers a practical, integrated perspective 
on what overseas counsel can expect in 2026 as the INPI imposes stricter 
regulations on evidence for bad faith claims and non-use cancellations. 
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to coordinate early with local teams to ensure 
that standing is unassailable and that all co-owners 
are properly reflected in the filing. Reciprocity 
under the Paris Union simplifies matters for most 
international portfolios; however, failures in timing 
or co-ownership can be fatal.

The distinction between bad faith and fame-
based protection also deserves emphasis. Brazil 
offers routes for well-known marks under Article 
126 and for high renown under Article 125, but 
Article 124(XXIII) is not a fame test. The question 
is not whether the earlier sign is famous, but 
whether the applicant’s behavior evidences know-
ledge. This inquiry may be satisfied in decidedly 
ordinary fact patterns involving negotiations, 
supply chains, or distribution talks. That pragmatic 
stance aligns with the STJ’s broader discomfort 
with opportunism. In 2023, the Court condemned 
a scheme in which a party sought cancellation 
for non-use against a prior registration and then 
moved to register the same sign for itself, a 
maneuver the Court viewed as paradigmatically 
unfair. The ruling has become a staple citation in 
administrative arguments whenever the evidentiary 
mosaic smells of “cancel-then-re-file.”

Non-use at INPI: procedure, 
burdens, and the proof that works
The statute is straightforward: five years after 
grant (not after filing), anyone with a legitimate 
interest may request cancellation if the mark 
has not been used in Brazil or if use has been 
interrupted for five consecutive years, absent 
legitimate reasons. What is less obvious to new-
comers is the degree of specificity that INPI now 
expects of proof. The INPI examines the five-year 
period preceding the petition, and once notified, 
the registrant bears the burden of demonstrating 
effective use or justifying non-use within 60 days. 
The Manual elaborates what “effective use” means 
in a way that matters on the ground.

What counts as “effective use”
• Exports can qualify when there is 

an effective export of branded goods;

• For owners domiciled abroad (goods/
services delivered from abroad), 
proof of importation/internalization 
into Brazil is key;

• Web evidence must include the actual 
image of the mark on the good/service 
and reliable dating; a capture timestamp 
alone is insufficient;

• For figurative/mixed/3D marks, show 
the registered form as used; color 
claims must match; black-and-white 
registrations tolerate color variation if 
the distinctive character is unchanged;

• Co-ownership: use by any co-owner 
suffices;

• Partial non-use: INPI cancels only for 
items not covered by proven use;

• Regulatory timelines – especially 
ANVISA approvals for pharma/devices 
– can justify non-use within the 
quinquennium when properly 
evidenced.

What does not work 
as “effective use”

• Internal artwork/packaging mockups 
without circulation; 

• Generic corporate filings (tax, labor, 
municipal) unrelated to the mark’s role 
as a source identifier; 

INPI will 
not infer 
knowledge 
from 
similarity/
overlap 
alone. 
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